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RESTRICTION PRESFNTFD 
The claims have been restricted into the following groups of inventions: 
Groups Claims Subject Matter 

I 1-5 Drawn to SLC26A7 polypeptide. 

II 6 Drawn to a system for recombinant 

expression of SLC26A7 polypeptide. 

"I 7 " 1 0 Drawn to isolated SLC26A7 nucleic acid. 

Iv 11 Drawn to a method for detecting a 

SLC26A7 nucleic acid. 

V 12-14 Drawn to a method for producing an 

antibody that specifically recognizes a 
SC26A7 polypeptide. 



VI 15 

VII 16 



Drawn to an antibody produced by the 
method of claim 12. 

Drawn to a method for detecting a level of 
a SLC26A7 polypeptide. 

Vl " 17-21 Drawn to a method for detecting a 

modulator of SLC26A7 polypeptide by 
assaying a level or quality of SLC26A7 
function using a recombinant expression 
system. 



IX 22 

X 23-25 

XI 26-30 



Drawn to an anion modulator identified by 
the method of claim 17. 

Drawn to a method for modulating anion 
transport activity in a subject using the 
modulator of claim 1 7. 

Drawn to a method for identifying an anion 
exchanger modulator by assaying binding 
of a test substance to the SLC26A7 
polypeptide. 
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X" 31 Drawn to an anion modulator identified by 

the method of claim 26. 

Xl " 32-34 Drawn to a method for modulating anion 

transport activity in a subject using the 
modulator of claim 26. 

XIV 35-40 Drawn to SLC26A9 polypeptide. 

XV 41 Drawn to a system for recombinant 

expression of SLC26A9 polypeptide. 

XVI 4 2-45 Drawn to isolated SLC26A9 nucleic acid. 

xv " 46 Drawn to a method for detecting a 

SLC26A9 nucleic acid. 



XVIII 47-49 



XIX 50 



Drawn to a method for producing an 
antibody that specifically recognizes a 
SC26A9 polypeptide. 

Drawn to an antibody produced by the 
method of claim 47. 



XX 51 Drawn to a method for detecting a level of 

a SLC26A9 polypeptide. 

XXI 52-56 Drawn to a method for detecting a 

modulator of SLC26A9 polypeptide by 
assaying a level or quality of SLC26A9 
function using a recombinant expression 
system. 

XXII 57 Drawn to an anion modulator identified by 

the method of claim 52. 

XXIII 58-60 Drawn to a method for modulating anion 

transport activity in a subject using the 
modulator of claim 52. 

XX'V 61-65 Drawn to a method for identifying an anion 

exchanger modulator by assaying binding 
of a test substance to the SLC26A9 
polypeptide. 
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XXV 



XXVI 



66 



68-69 



Drawn to an anion modulator identified by 
the method of claim 64. 

Drawn to a method for modulating anion 
transport activity in a subject using the 
modulator of claim 56. 



APPLICANTS' ELECTION 
Applicants hereby elect the invention of Group I, claims 1-5, drawn to 
isolated SLC26A7 polypeptides, for prosecution at this time. While Applicants 
disagree with and traverse the Examiner's additional requirement for election of 
a single polypeptide, Applicants elect SEQ ID NO:2 to address this requirement. 
Applicants are traversing the requirement by the Examiner for election of a 
single polypeptide based on what is believed to be the factual and legal 
incorrectness of this requirement. In particular, Applicants respectfully disagree 
with and traverse the following statement by the Examiner found at page 8 of 
the Official Action: "This requirement is not to be constructed as a requirement 
for election of species, since each of the compounds recited in alternative form 
is not a member of a single genus of invention, but constitutes an independent 
and patentably distinct invention". Applicants' arguments with respect to this 
traversal in part are presented in detail below. 



REMARKS 

I. Status of Claims : 

Claims 1-69 are pending in the subject U.S. patent application. Claims 
1-69 as filed have been subjected to a Restriction/Election Requirement In 
response to the Restriction/Election Requirement, Applicants have elected the 
claims of Group I, claims 1-5, for prosecution at this time. Claim 42 is herein 
cancelled. Claims 6-69 are withdrawn from prosecution. Applicants hereby 
reseive the right to file one or more divisional patent applications directed to the 
unelected subject matter. 
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II- Claim Amendments : 

Claim 1 has been amended herein by the following textual insertion: "An 
isolated SLC26A7 polypeptide having at least about 95% sequence identity to 
SEQ ID NQ j2." Support for this amendment can be found throughout the 
claims and specification as filed and, in. particular, at page 24 of the 
specification. Accordingly, no new matter has been added by this claim 
amendment. 

Claim 2 has been amended herein by the deleting the dependency on 
claim 1 and by the following textual insertions and deletions at part (b): "a 
polypeptide haying at least about 85% seguence identity substantially idontieai 
to SEQ ID NO:2-ef 4." Support for this amendment can be found throughout 
the claims and specification as filed and, in particular, at page 24 of the 
specification. Accordingly, no new matter has been added by this claim 
amendment. 

Claim 2 has been further amended herein at part (d) by the following 
textual insertions and deletions: "a polypeptide encoded by a nucleic acid 
molecule having at least about 70% sequence identity c n h«>tw^ii y i^rrt to 
SEQ ID NO:1 or 3." Support for this amendment can be found throughout the 
claims and specification as filed and, in particular, at page 16 of the 
specification. Accordingly, no new matter has been added by this claim 
amendment. 

Hi- Traversal o f Restriction to a Single Polypeptide : 

Applicants respectfully disagree with and traverse the Examiner's 
requirement for election of a single polypeptide, which appears to be based on 
the contention that each single polypeptide "is not a member of a single genus 
of invention, but constitutes an independent and patentably distinct invention". 
First, such a restriction requirement is believed to be inconsistent with the wide- 
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spread allowance of genus claims to polypeptide and polynucleotide sequences 
having a certain percent identity to a designated sequence. In addition, the 
restriction requirement is believed to be in conflict with at least two decisions of 
the Board of Patent Appeals and Interferences, Ex parte Jon Elliot Adler . 
Appeal No. 2006-0157 (2006) and Ex parte Oloa Bandman et aL, Appeal No. 
2004-2319(2003). 

The Examiner's restriction requirement is in conflict with the holdings of 
Ex parte Jon Elliot Adler and Ex parte Olaa Bandman at al In particular, the 
Examiner's statement at page 8 of the Official Action: "Each of the different 
nucleic acids/polypeptides ... are independent and distinct because no 
common structural or functional properties are shared", conflicts with the 
holdings in these cases. In both cases, the Board of Patent Appeals and 
Interferences held that claims to nucleotide sequences having at least 95% 
identity to a particular nucleotide or polypeptide sequence and having a 
measurable function or being naturally occurring were adequately enabled and 
described. 

The question at issue in these cases was whether the claimed genus 
meet the requirements of 35 USC § 1 12, first paragraph. See, for example, the 
court in Ex parte Olaa Bandman «t p[ stating: "The written description 
requirement of 35 USC § 1 12, first paragraph, does not require a description of 
the complete structure of every species within a chemical genus". In the instant 
application, the claims are drawn similarly drawn to SLC26 polypeptides having 
a high level of sequence identity to a particular SLC26 polypeptide sequence. 
Furthermore, and similar to the facts of Ex parte Jon Elliot Arilsr an assay for 
detecting SLC26 functional activity is described in the instant specification. In 
Ex parte Jon Elliot Adler the court stated: The claims are limited to nucleic 
acids that hybridize under stringent conditions to SEQ ID NO:7 or that encode 
polypeptides at least 95% identical to SEQ ID NO:8. Thus, the claimed nucleic 
acids will necessarily have a high degree of structural similarity to SEQ ID NO:7 
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• - .". The court went on further to say that while the specification did not allow 
those skilled in the art to know without testing which of the hybridizing or 95% 
identical sequences would encode polypeptides with the receptor function, the 
disclosure in the specification of an assay that could be used by one skill in the 
art to determine function was sufficient written description for the claims to be 
found allowable. 

Accordingly, Applicants respectfully assert the Examiner's requirement 
for election of a single polypeptide sequence is incorrect and inconsistent with 
the law and with standard Patent Office practice. Applicants therefore 
respectfully request that the restriction requirement for an election of a single 
polypeptide sequence be withdrawn. 

CONCLUSIONS 

Should there be any minor issues outstanding in this matter the 
Examiner is respectfully requested to telephone the undersigned attorney. 
Early passage of the subject application to issue is earnestly solicited. 
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DEPOSIT ACCOI 1NT 
The Commissioner is hereby authorized to charge any other fees associated 
with the filing of this correspondence to Deposit Account Number 50-0426. 



Respectfully submitted, 



JENKINS, WILSON, TAYLOR & HUNT, P.A. 




By: 




Aries A. Taylor, Jr. 
Registration No.39,395 
919.493.8000 



Customer No: 25297 



AAT/LLK 
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